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DETAILED ACTION 

Notice to Applicant 

[1] This communication is in response to the patent application filed 3 1 August 2001 . It is 
noted that this application benefits from Provisional Patent Applications Serial Nos. 60/230,218 
filed 1 September 2000, 60/265,186 filed 30 January 2001, and 60/282,876 filed 1 1 April 2001. 
The IDS statement filed 6 March 2002 has been entered and considered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

[2] Claims 14-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential structural cooperative relationships of elements, such omission amounting 
to a gap between the necessary structural connections. See MPEP § 2172.01. The omitted 
structural cooperative relationships are: a connection between the server and the Intermediate 
Care Facilities. 

[A] Claims 15-20, when analyzed in the same manner described above with respect to claim 
14, are also rejected under 35 U.S.C. 112 for omitting cooperative structural relationships. 
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Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requires of this title. 

[3] Claims 1-3, 5-13, and 24 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non- statutory subject matter. The basis of this rejection is set forth in a test of 
whether the invention produces a useful, concrete, and tangible result. 

[A] For a claimed invention to be statutory, the claimed invention must produce a useful, 
concrete, and tangible result. In claim 1 of the present case, the acts of "providing a network" , 
"connecting workstations", "connecting vendors" and "providing workstations" does not 
represent a positive step towards a useful, concrete and tangible result. Specifically, the acts of 
"providing and connecting" do not actively produce the useful, concrete and tangible result of 
"providing services to an Intermediate Care Facility" as recited in the preamble of the claim. 
Therefore, claim 1 is rejected under 35 U.S.C. 101 for being directed to non-statutory subject 
matter. 

[B] Claims 2-3 and 5, when analyzed in the same manner described above with respect to 
claim 1, also fail to represent an active step towards a useful, concrete, and tangible result. 
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Therefore, claims 2-3 and 5 are rejected under 35 U.S.C. 101 as being directed to non-statutory 
subject matter. 

[C] In claim 6 of the present case, the acts of "providing workstations" , "connecting 
workstations" , and "connecting said network hub" does not represent a positive step towards a 
useful, concrete and tangible result. Specifically, the acts of "providing and connecting" do not 
actively produce the useful concrete and tangible result of "upgrading information processing" as 
recited in the preamble of the claim. Therefore, claim 6 is rejected under 35 U.S.C. 101 for being 
directed to non-statutory subject matter. 

[D] Claims 7-13, when analyzed in the same manner described above with respect to claim 6, 
also fail to represent an active step towards a useful, concrete, and tangible result. Therefore, 
claims 7-13 are rejected under 35 U.S.C. 101 as being directed to non-statutory subject matter. 

[4] Claim 24 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
nonstatutory function descriptive material. 

[A] Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional change in 
the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data 
structure per se held nonstatutory). Such claimed data structures do not define any structural and 
functional interrelationships between the data structure and other claimed aspects of the 
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invention, which permit the data structure's functionality to be realized. A claim for a computer 
program without the computer-readable medium needed to realize the computer's functionality is 
nonstatutory descriptive material (MPEP 2 106- 1(a)). 

[B] In claim 24 of the present case, the applicant claims "a hidden copy of data and 
instructions". The examiner is interpreting "data and instructions" to a be a computer program or 
software as is indicated later in the claim by the applicant's description "at least a portion of an 
application" (Claim 24, lines 2/3). Applicant's claim to "data and instructions" renders the 
claimed invention as directed toward non-statutory subject matter. Thus, claim 24 is rejected 
under 35 U.S.C. 101 as being directed to non-statutory subject matter. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



[5] Claims 21-23 are rejected under 35 U.S.C. 102(b) as being anticipated by Mayaud 
(United States Patent #5,845 5 255). 
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[A] As per claim 2 1 , Mayaud teaches a method of processing information for use with 
clinical trials, comprising the steps of: a. removing patient identifying information from a 
Minimum Data Set file to produce a revised file (Mayaud; col. 18, lines 36-39); b. storing 
information from the revised file in a database (Mayaud; col. 18, lines 36-39); and c. retrieving 
information from said database in response to a user query (Mayaud; col. 22, lines 36-52). 

[B] As per claim 22, Mayaud teaches that said user query is directed to identifying 
organizations having candidates for participation in a clinical trial (Mayaud; col. 22, lines 36-52). 

[C] As per claim 23, Mayaud teaches in which said user query is directed to identifying 
organizations having candidates using a particular product or service (Mayaud; col. 22, lines 36- 
52). 

[6] Claims 1-9 and 14-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gershman et al., (United States Patent #6,401,085). 

[A] As per claim 1, Gershman et al., teaches a method of providing services to an 
Intermediate Care Facilities (ICF) comprising the steps of: a. providing a network of 
workstations at the Intermediate Care Facility (Gershman et al.; col. 4, lines 43-65); b. 
connecting workstations on said network to a remote central server (Gershman et al.; col. 4, lines 
43-65); c. connecting one or more vendors to said central server (Gershman et al.; col. 4, lines 
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43-65); and d. providing said workstations at the Intermediate Care Facility with access to only 
ones of said one or more vendors approved by said Intermediate Care Facility (Gershman et al.; 
col. 39, lines 28-35 and col. 41, lines 7-22). 

[B] As per claim 2, Gershman et al., teaches said network is a wireless network (Gershman et 
al; Abstract and col. 39, lines 48-54). 

[C] As per claim 3, Gershman et al., teaches the step of providing a purchase order from said 
ICF to one or more of said vendors approved by said ICF (Gershman et al.; col. 40, lines 18-27). 

[D] As per claim 4, Gershman et al., teaches the step of tracking vendor performance on each 
purchase order (Gershman et al.; col. 39, lines 62-67 and col. 40 lines 1-3). 

[E] As per claim 5, Gershman et al., teaches the step of providing reports to said ICF on 
vendor performance (Gershman et al.; col. 39, lines 62-67 and col. 40, lines 1-3). 

[F] As per claim 6, Gershman et al., teaches a method of upgrading information process 
capability at Intermediate Care Facilities, comprising the steps of: a. providing workstations at an 
Intermediate Care Facility (Gershman et al.; col. 4, lines 43-65); b. connecting said workstations 
to a network hub (Gershman et al.; col. 4, lines 43-65); c. connecting said network hub to a 
central applications service provider (Gershman et al.; col. 40, lines 21-27 and col. 44, lines 49- 
63). 
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[G] As per claim 7, Gershman et al., teaches said network hub is a wireless hub (Gershman et 
al.; col. 39, lines 48-54). 

[H] As per claim 8, Gershman et al., teaches the applications service provider provides at 
least one application from the set of applications consisting of: Vendor Compliance Software, 
Electronic Procurement Software, Clinical Compliance Software, Clinical Assessment Software, 
Mobile Connectivity Software, Clinical Trials Software, Census Enhancement Software, MDS 
Manager Software, Physician Order Software (Gershman et al.; col. 47, lines 20-30). 

[I] As per claim 9, Gershman et al, teaches the applications service provider further 
provides at least one application from the set of applications consisting of: Billing Software, 
Inventory Management Software, Accounts Payable Software, Accounts Receivable Software, 
Billing Software and Accounting and Financial Software (Gershman et al.; col. 47, lines 20-30 
and col. 59, lines 52-62). 

[J] As per claim 14, a server for connection to at least one Intermediate Care Facility, 
comprising: a, a storage area network (Gershman et al.; col. 39, lines 45-61, col. 40, lines 18-27, 
and col. 43, lines 47-55); b. a plurality of application servers operating in a load sharing mode 
(Gershman et al.; col. 40, lines 18-27); c. a network interface (Gershman et al.; col. 40, lines 34- 
45); and d. a rules engine for processing information provided by one or more applications 
(Gershman et al; col. 42, lines 41-50, col. 42, lines 62-67, and col. 43, lines 1-7). 
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[K] As per claim 15, Gershman et al., teaches said rules engine drives one or more of said 
applications (Gershman et al.; col. 44, lines 66-67 and col. 45, lines 1-7). 

[L] As per claim 16, Gershman et al., teaches said rules engine links data and functions of 
one or more applications (Gershman et al.; col. 44, lines 66-67 and col. 45, lines 1-7). 

[M] As per claim 1 7, Gershman et al., teaches said rules engine comprises rules of a rules 
hierarchy in which rules inherit properties from other rules higher in the hierarchy (Gershman et 
al.; col. 44, lines 66-67 and col. 45. lines 1-7). 

[N] As per claim 1 8, Gershman et al., teaches said rules engine comprises rules having a 
scope of application that applies to an enterprise or subdivision of an enterprise, to facilities and 
to institutions (Gershman et al.; col. 40, lines 18-27). 

[O] As per claim 19, Gershman et al., teaches the server adapted to be connected to one or 
more suppliers of goods or services (Gershman et al.; col. 40, lines 18-27). 

[P] As per claim 20, Gershman et al., teaches in which said applications include one or more 
applications from the set of applications consisting of: Vendor Compliance Software, Electronic 
Procurement Software, Clinical Compliance Software, Clinical Assessment Software, Mobile 
Connectivity Software, Clinical Trials Software, Census Enhancement Software, Resident 
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Scheduling, MDS Manager Software, Physician Order Software (Gershman et al.; col. 47, lines 
20-30 and col. 59, lines 52-62). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.'C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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[7] Claims 10 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gershman (United States Patent #6 5 40 1,085) in view of Mayaud (United States Patent 
#5,845,255). 

[A] As per claim 10, Gershman teaches providing workstations (Gershman et al.; col. 4, lines 
43-65). Gershman et al., further teaches connecting said workstations to a central applications 
service provider that provides procurement applications (Gershman et al.; col. 40, lines 21-27 
and col. 44, lines 49-63). Gershman et al., fails to expressly disclose providing clinical 
applications from the central applications service provider. 

[i] However, Mayaud teaches providing integrated clinical (Mayaud; col. 5, lines 4-24) and 
procurement applications (Mayaud; col. 20, lines 5-12). 

[ii] It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the teachings of Gershman et al., with those of Mayaud. The 
motivation to combine would have been to provide a system for electronic prescription creation 
by a prescriber at the point of patient care, said prescription being usable by a pharmacist to 
dispense drugs (Mayaud; col. 4, lines 30-35). Further motivation would have been to provide the 
prescriber with the option of select and prescribe a drug and then transmit the created 
prescription to authorized parties for fulfillment (Mayaud; col. 20, lines 5-13). 
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[B] As per claim 11, Gershman et al., teaches the applications service provider provides at 
least one application from the set of applications consisting of: Vendor Compliance Software, 
Electronic Procurement Software, Clinical Compliance Software, Clinical Assessment Software, 
Mobile Connectivity Software, Clinical Trials Software, Census Enhancement Software, MDS 
Manager Software, Physician Order Software (Gershman et al.; col. 47, lines 20-30 and col. 59, 
lines 52-62). 

[8] Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gershman et al., and Mayaud as applied to claim 10 above, and further in view of Bruynsteen 
(United States Patent #6,658,663). 

[A] As per claim 12, Mayaud teaches a set of clinical and procurement applications (Mayaud; 
col 4, lines 30-35 and col. 20, lines 5-13). However, Mayaud fails to teach the user selects 
application and pays a fee based on the number and/or type of applications selected. 

[i] However, charging a fee for enhancing a computer's capability via updating or upgrading 
software or applications via a network is old and well known in the art as is evidenced by 
Bruynsteen (Bruynsteen; col. 1, lines 60-67). 

[ii] As per claim 13, Bruynsteen teaches in which the fee is due periodically (Bruynsteen; 
col. 1, lines 60-67). 

[9] Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gershman et al., 
in view of Grube (United States Patent #6,026,366). 
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[A] As per claim 24, Gershman et al., teaches a workstation for connection to a central server 
of an application service provider. However, Gershman et al., fails to specifically teach a hidden 
copy of data and instructions comprising at least a portion of an application provided by said 
central server whereby said workstation can continue to provide functionality to users when a 
communication link to said central server is not operational. 

[i] However, Grube teaches a hidden copy of data and instructions comprising at least a 
portion of an application provided by said central server whereby said workstation can continue 
to provide functionality to users when a communication link to said central server is not 
operational (Grube; Abstract and col. 2, lines 20-27). 

[ii] It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the teachings of Gershman et al., and Grube. The motivation to 
combine would have been to receive software that compliments software currently contained in 
the computer or network without requiring computer or network users to continually monitor for 
new releases (Grube; col. 2, lines 20-27). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert D. Rines whose telephone number is 571-272-5585. The 
examiner can normally be reached on 8:30am - 5:00pm Mon-Fri. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




